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Bef ore Hanak, Hairston, and Drost, Adm nistrative Trademark
Judges.

Qpi nion by Drost, Adm nistrative Trademark Judge:

On February 19, 1999, Birds Exotic, Inc. (applicant)
filed a trademark application to register the mark BI RDS
EXOTI C (typed draw ng) for services identified as “retai
store services featuring |ive pet birds and pet supplies”

in International d ass 35.EI

! Serial No. 75/646,179. The application alleges a date of first
use and a date of first use in comerce of May 5, 1982.
Appl i cant has disclained the word “birds.”
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The Exam ning Attorney refused to register the mark on
the ground that the mark, when applied to the services, is
nmerely descriptive. 15 U S. C. 8§ 1052(e)(1). After the
Exam ning Attorney nmade the refusal final, applicant filed
a notice of appeal. Both applicant and the Exam ning
Attorney have filed briefs, but no oral hearing was
request ed.

W affirmthe Exam ning Attorney’'s refusal to
regi ster.

The Exami ni ng Attorney’sEI position is that “the words,
EXCOTl C and BIRDS, are used to describe birds that are
exotic, neaning, birds that are not indigenous to the area
in which they are found. Furthernore, the conbination of
“BIRDS” and “"EXOTIC’ fails to create a uni que or
i ncongruous inpression that would overcone the descriptive
meani ng.” Exam ning Attorney’s Appeal Brief, p. 4. The
Exam ning Attorney attached LEXI S/ NEXI S printouts, which
showed that the term “exotic birds” was a conmonly used
termto refer to birds and the stores that sell them

Bird Crazy, a retail exotic-bird store that’s found

its perch. San D ego Union-Tribune, April 11, 1998,
p. C3.

2 The current Exam ning Attorney was not the original Exanining
Attorney in this case.
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This is a retail and whol esale pet store and [it] has
sone of the nobst exotic birds ever seen. O ange
County Register, March 7, 1998, F7.

The federal governnment had cracked down on the trade
of exotic birds by then. The Stuart News/Port St.
Lucie News, July 28, 1996, p. EL.

There are ten varieties of exotic birds for sale. The
Charl eston Gazette, February 24, 2000, p. 2.

W couldn’t afford to put exotic birds in an aviary
that we built in the center of our store, so we went
to the State Fair and got exotic chickens to fill it.

The Times Union (Al bany, NY), Cctober 31, 1999, p. HI.

Pet stores have been warned about a man selling exotic

birds. Knoxville News-Sentinel, April 3, 1999, p.

Al0.

The Exam ning Attorney concluded that “the
transposition of the terns in the proposed mark sinply does
not provi de enough distinction to require any imgination
to associate the services with the proposed mark, and
therefore, create a nerely suggestive mark.” Exam ni ng
Attorney’s Appeal Brief, p. 10.

Applicant, on the other hand, naintains that the mark
is not nerely descriptive. “The mark sinply does not
provi de the consunmer with enough information to provide him
or her with an essential understandi ng of Applicant’s
services.” Applicant’s Appeal Brief, p. 2. Because

i magi nati on would be required to understand the mark in

relation to the services and the lack of a conpetitive need
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by others to use the term BI RDS EXOTI C, applicant submts
that its mark is not descriptive.

Bef ore we di scuss the descriptiveness issue, we nust
address a potential problemin the record. Wen the
application in this case was filed, it requested “that said
mark be registered in the United States Patent and
Trademark O fice on the Principal Register established by
the Act of July 5, 1946, as anended particul arly pursuant
to 15 U.S.C. § 1052(f).” (Enphasis added). The
application also contained the foll ow ng statenent:

The undersi gned believes that the mark has becone

distinctive, as applied to applicant’s services, by

reason of substantially exclusive and conti nuous use
thereof as a service mark by the applicant in comrerce
for nore than 16 years prior to the date of filing of
this application.

In the first Ofice Action, the Exam ning Attorney
advi sed applicant that it had the option to seek
regi stration on the Principal Register under Section 2(f)
with a disclainmer of the word “birds.” The Exam ning
Attorney included | anguage for a claimof distinctiveness.
However, applicant responded to the first O fice Action by
disclaimng the term*“birds,” but then arguing that the
term BI RDS EXOTI C was “obvi ously highly suggestive,” but
not nerely descriptive. Response dated Decenber 17, 1999,

p. 2. Subsequently, applicant has argued that it “nost
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strenuously but respectfully disagrees” with the Exam ni ng
Attorney’s position that the mark is descriptive.
Applicant’s Appeal Brief, pp. 1-2.

Nei t her the Exam ning Attorney nor applicant have
referred to the request for registration under Section 2(f)
contained in the application as filed. Indeed, applicant
has consistently maintained that the mark i s suggestive.
Therefore, we conclude that the request for registration
under Section 2(f) was either a typographical error or
subsequently wi thdrawn by applicant. 1In either event, we
w Il respond to the argunents of applicant and the
Exam ning Attorney on the issue of descriptiveness w thout
consi deration of Section 2(f).EI

A mark is nerely descriptive if it imediately
describes the ingredients, qualities, or characteristics of
t he goods or services or if it conveys information
regardi ng a function, purpose, or use of the goods or

services. In re Abcor Devel opnent Corp., 588 F.2d 811, 200

USPQ 215, 217 (CCPA 1978). A termmay be held descriptive
even if it only describes one of the qualities or

properties of the goods or services. In re Gyulay, 820

3 W note that, other than the claimof sixteen years use, nho
evi dence concerning acquired distinctiveness was subm tted by
appl i cant.
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F.2d 1216, 1217, 3 USPQ2d 1009, 1009 (Fed. Gr. 1987). W
| ook at the mark in relation to the goods or services, and
not in the abstract, when we consider whether the mark is
descriptive. Abcor, 588 F.2d at 814, 200 USPQ at 218.

Appl i cant argues that “imagination, thought and
perception nmust be exercised in order to reach a concl usion
as to the nature of the services” and that “[o] ne would not
know, for exanple, whether Appellant sells live birds or
books or films about birds.” Applicant’s Appeal Brief, p.
2. Considered in relation to applicant’s retail store
services featuring live pet birds and pet supplies, as we
nmust do, there can be no doubt but that the term Bl RDS
EXOTI C at | east nerely describes the fact that applicant
sells exotic birds and supplies for exotic birds.

Here, the Exam ning Attorney has submtted anple
evidence that the term®“Birds Exotic” is highly
descriptive. Applicant concedes that the term“exotic
birds” is nerely descriptive. Response dated Decenber 19,
1999, p. 2 (“If Applicant was attenpting to register the
mar k EXOTI C BI RDS, one woul d have to agree the mark was
nerely descriptive’). |In addition, the Exam ning
Attorney’s printouts confirmthat the term “exotic birds”

is comonly used to refer to birds and pet stores featuring
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exotic birds.EI Exanpl es include: “retail/exotic bird

dealer,” “store carries 70 varieties of food for exotic
birds,” and “[t]his is a retail and whol esal e pet store and
has sonme of the nobst exotic birds ever seen.” Thus, the
termis highly descriptive of a pet store that sells exotic
bi rds and supplies for exotic birds.

Applicant argues that there is no need for conpetitors

to use the termBIRDS EXOTIC in identifying their services.

Applicant relies on Al um num Fabricating Co. v. Season-Al

W ndow Corp., 259 F.2d 314, 119 USPQ 61 (2d Cir. 1958) and

No Nonsense Fashions, Inc. v. Consolidated Food Corp., 226

USPQ 502 (TTAB 1985) for support of its proposition that
that there are nunerous other terns that conpetitors could
utilize, and registration of its mark woul d not make it
difficult for other businesses to describe their products.
These cases and applicant’s argunents do not convince us

that its mark is not descriptive of its services. First,

“ W also note that Federal |aw and regul ations define and refer
to “exotic birds.”

16 U.S.C. 8 4901 — “The Congress finds the follow ng: (1)
In addition to habitat |oss and | ocal use, the international pet
trade in wild-caught exotic birds is contributing to the decline
of the species in the wild.”

50 CFR 8§ 15.3 — “Exotic bird means any |live or dead nenber
of the Cass Aves that is not indigenous to the 50 States or the
District of Colunbia, including any egg or offspring thereof.”

7 CFR 8§ 1945. 154 — A nonfarm busi ness enterprise my
include, but is not limted to, such enterprises as customfarm
work on other farns, raising earthworns, exotic birds, tropical
fish, dogs and horses for nonfarm purposes. . . .~
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the marks in Al um num Fabricating (SEASON-ALL for al um num

storm doors and wi ndows) and No Nonsense ( SHEER ELEGANCE

for hosiery products) were not as highly descriptive of the
goods as applicant’s mark (BIRDS EXOTIC for retail store
services featuring live birds) is of the identified
services. (Qbviously, applicant’s identification of
services would include the sale of exotic birds. Secondly,
there is no rule that the sinple transposition of words
changes a descriptive terminto a non-descriptive term
“The nmere transposition of words is generally insufficient
to create trademark rights in an otherw se common

descriptive termor designation.” In re Dairinmetics, Ltd.

169 USPQ 572, 573 (TTAB 1971) quoting In re Vasco Metal s

Corp., 154 USPQ 191 (TTAB 1967). The rule has equal
applicability to nerely descriptive terns. Third, the
transposition of the words in this case does not create a
termwith a different nmeaning or comrercial inpression.
Wil e “season all” and “all season” may have different

i npressions, “exotic birds” and “birds exotic” have the
sanme commercial inpression when applied to retail pet store
services featuring live pet birds, i.e., that the store
sells exotic birds. Finally, there is no evidence to
support applicant’s argunent that its conpetitors woul d not

need to use the term“Birds Exotic.” Certainly,
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conpetitors would need to use the term“exotic birds.”
Whil e the Exam ning Attorney did not believe that there was
a need for conpetitors “to use the exact wordi ng Bl RDS
EXOTI C' (Exam ning Attorney’s Appeal Brief, p. 9), the term
“exotic birds” unequivocally describes applicant’s
services. Conpetitors would need to use these words in
vari ous ways to refer to their services, and it is not
cl ear why they would not, on occasion, transpose the terns
for either the sake of variety or to enphasi ze the general
term“birds” before the nore specific term*®“exotic.”
However, even if they would not, since the terns “exotic
bi rds” and “birds exotic” would be synonynous, applicant’s
termis nerely descriptive for its retail store services.
Decision: The Exam ning Attorney’s refusal to
regi ster the mark BIRDS EXOTlI C on the ground that it is

nerely descriptive of the involved services is affirned.



